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Trademarks and 
Identity 

Merriam-Webster defines IDENTITY as:
“the distinguishing character or 
personality of an individual”
Merriam-Webster defines TRADEMARK 
as: 
“a distinguishing characteristic or 
feature firmly associated with a person 
or thing”
The Lanham Act defines a TRADEMARK 
as:
“…any word, name, symbol, or design, 
or any combination thereof, used in 
commerce to identify and distinguish 
the goods of one manufacturer or 
seller from those of another and to 
indicate the source of the goods…” 



First Amendment

“Congress shall make no 
law respecting an 
establishment of religion, 
or prohibiting the free 
exercise thereof; or 
abridging the freedom of 
speech, or of the press; or 
the right of the people 
peaceably to assemble, and 
to petition the Government 
for a redress of 
grievances.”

“Trademarks are private, not 
government, speech.”

Alito, J., Matal v. Tam, USSC (2017)



A Quick 
Look Back 
- Spring, 

2017

Trademark Speech in the context of the 
society that surrounded it was NOT

Subject matter that… 

“…(a) Consists of or comprises 
immoral, deceptive, or scandalous 
matter; or matter which 
may disparage or falsely suggest a 
connection with persons, living or 
dead, institutions, beliefs, or 
national symbols, or bring them 
into contempt, or disrepute;… ”

Lanham Act section 2(a)



Tam: Goodbye 
to 

Disparagement

June 19, 2017
• Subject matter that disparages 

a “substantial” percentage of 
the members of a racial or 
ethnic group necessarily 
disparages many “persons,” 
namely, members of that 
group. And this is not just  
“persons,” but also  
“institutions” and “beliefs.” 

• It is “viewpoint” discrimination, 
and as such, unconstitutional.



Freedom 
of 

Trademark 
Speech 
Evolves

Spring 2018,  after Tam 
Trademark Speech in the context of 
the society that surrounds it was 
NOT
Subject matter that… 
…(a) Consists of or comprises 
immoral, deceptive, or scandalous 
matter; or matter which 
may disparage or falsely suggest a 
connection with persons, living or 
dead, institutions, beliefs, or 
national symbols or bring them into 
contempt, or disrepute;…



FloodGates OPEN: 

• …Our research reveals that there were indeed a number 
of marks filed on decision day – June 19 – that 
include terms that might previously be assumed to be 
unregistrable. These included applications for the 
terms F**K, F**K YOURSELF, F**KING 
AWESOME, TOTALLY F**KING 
BRUTAL, F**KABLE, NOF*X CLOTHING COMPANY 
LLC, GOOD S**T, N***A, N***ER 
PLEASE, D**KSBYMAIL and C**K S**KER (the latter of 
which was deemed scandalous under Section 2(a) by the 
TTAB in 2012 and therefore did not proceed to 
registration)….

Numerous ‘offensive’ trademark applications filed 
following Tam ruling; applicants reveal commercial 
hopes and exploitation fears | World Trademark 
Review

https://tsdr.uspto.gov/documentviewer?caseId=sn87495590&docId=FTK20170622081902#docIndex=0&page=1
https://tsdr.uspto.gov/documentviewer?caseId=sn87495990&docId=FTK20170622082756#docIndex=0&page=1
https://tsdr.uspto.gov/documentviewer?caseId=sn87496196&docId=RFA20170622083351#docIndex=0&page=1
https://tsdr.uspto.gov/documentviewer?caseId=sn87495513&docId=FTK20170622081659#docIndex=0&page=1
https://tsdr.uspto.gov/documentviewer?caseId=sn87496390&docId=FTK20170622083846#docIndex=0&page=1
https://tsdr.uspto.gov/documentviewer?caseId=sn87494777&docId=RFA20170622075348#docIndex=0&page=1
https://tsdr.uspto.gov/documentviewer?caseId=sn87496329&docId=FTK20170622083703#docIndex=0&page=1
https://tsdr.uspto.gov/documentviewer?caseId=sn87496454&docId=FTK20170622084029#docIndex=0&page=1
https://tsdr.uspto.gov/documentviewer?caseId=sn87495357&docId=FTK20170622081302#docIndex=0&page=1
https://tsdr.uspto.gov/documentviewer?caseId=sn87496152&docId=FTK20170622083230#docIndex=0&page=1
https://tsdr.uspto.gov/documentviewer?caseId=sn87495435&docId=RFA20170622081456#docIndex=0&page=1
https://thettablog.blogspot.co.uk/2012/12/cafc-affirms-ttab-section-2a-ruling-c.html
https://www.worldtrademarkreview.com/portfolio-management/numerous-offensive-trademark-applications-filed-following-tam-ruling


Brunetti:  
Goodbye to 
Immoral or 
Scandalous 

June 24, 2019:
The statute, on its face, 
distinguishes between two 
opposed sets of ideas: those 
aligned with conventional moral 
standards and those hostile to 
them; those inducing societal nods 
of approval and those provoking 
offense and condemnation. This 
facial viewpoint bias in the law 
results in viewpoint-discriminatory 
application. 



Freedom 
of 

Trademark 
Speech 

Evolves… 
Further

Spring 2019,  after Brunetti 
Trademark Speech in the context of 
the society that surrounds it was 
NOT

Subject matter that… 

…(a) Consists of or comprises 
immoral, deceptive, or scandalous 
matter; or matter which 
may disparage or falsely suggest a 
connection with persons, living or 
dead, institutions, beliefs, or 
national symbols, or bring them 
into contempt, or disrepute;…



Trademarks 
& Individual 

“Personal” 
Identity

• Of course, any subject matter 
that… 

. . . (c) Consists of or comprises a 
name, portrait, or signature 
identifying a particular living 
individual [or a deceased individual 
where a spouse is alive]
…except by his written consent…”

…cannot be a trademark. – This is 
unchanged.



Spring 2020 the PANDEMIC is upon 
the United States 



During the 
Pandemic

USPTO announces 
COVID-19 Prioritized 
Examination Program for 
certain trademark and 
service mark applications 
| USPTO

https://www.uspto.gov/about-us/news-updates/uspto-announces-covid-19-prioritized-examination-program-certain-trademark


A DOMAIN NAME 
Can be a 

Trademark 
Booking.com, USSC (June 30,2020)

Who knew?



Trademark 
Modernization 
Act of 2020

Enacted as part of the Consolidated 
Appropriations Act 2021 
Passed December 27, 2020 
Implementation date: December 27, 2021

One of the most significant amendments to 
the Trademarks Act since the revision Act of 
1988. 

Three important changes:

• New tools to remove USPTO trademark 
filings that are based on inaccurate claims of 
use 

• Discretionary shortened response deadlines 
to office actions

• Restores the rebuttable presumption of 
irreparable harm in jurisdictions that have 
dismissed it



Has the covid-19 
outbreak 
changed your 
trademark 
practice/brand 
protection 
workload?

In-House TM 
Practice

A new normal: trademark community on life 
during and after the coronavirus pandemic –
exclusive survey results | World Trademark 
Review

https://www.worldtrademarkreview.com/anti-counterfeiting/new-normal-trademark-community-life-during-and-after-the-coronavirus


Has the 
covid-19 
outbreak 
affected your 
firm's 
trademark 
practice?

Private Law 
Firm Practice

A new normal: trademark community on life 
during and after the coronavirus pandemic –
exclusive survey results | World Trademark 
Review

https://www.worldtrademarkreview.com/anti-counterfeiting/new-normal-trademark-community-life-during-and-after-the-coronavirus


Private Law Firm Practice

• Over the next 12 months, 
which of these actual or 
potential risks resulting from 
the covid-19 outbreak are you 
concerned about for your 
firm's trademark practice?

Client decisions to postpone brand 
launches/development

68.6%

Fall in client spend until end of Q2 (possibly Q3 or 
Q4)

65.7%

Client reluctance to enforce marks 60%

Loss of employee hours and/or productivity due to 
quarantine

48.6%

Headcount reductions 40%

Contractual/client obligations unable to be 
fulfilled

40%

Disruption from closure of courts 34.3%

Disruption from closure of IP offices 28.6%

Challenge of business interruption due to 
incapacity of key personnel

17.1%

Cyberattacks as a result of increased remote 
working

17.1%

A new normal: trademark community on life 
during and after the coronavirus pandemic –
exclusive survey results | World Trademark 
Review

https://www.worldtrademarkreview.com/anti-counterfeiting/new-normal-trademark-community-life-during-and-after-the-coronavirus


USPTO/Trademarks Office  
2020 

• The USPTO received 738,112 trademark 
application classes, eclipsing 2019’s 
record total.

• During 2020 entirely electronic 
processing of trademark applications 
rose to 88.7%, and is leading to more 
efficient processing, fewer errors, and 
more cost-effective transactions for 
USPTO customers.

FY 2020 United States Patent and Trademark Office - Performance and Accountability Report (uspto.gov)

https://www.uspto.gov/sites/default/files/documents/USPTOFY20PAR.pdf


Applications 
containing 
the word 
“COVID”



During the 
Pandemic: 
Steady flow 
of 
Applications

Search: *F##K*

Search: *S##T*



The Rise of 
Trademark 
Failure to 
Function

Trademark Failure to Function
Alexandra J. Roberts*
104 IOWA L. REV. 1977 (2019).
Trademark Failure to Function - Iowa Law 
Review - The University of Iowa College of Law 
(uiowa.edu)

Using Failure to Function Doctrine to Protect 
Free Speech and Competition in Trademark 
Law
Lisa P. Ramsey*
104 IOWA L. REV. ONLINE 70 (2020).
Using Failure to Function Doctrine to Protect 
Free Speech and Competition in Trademark Law 
- Iowa Law Review - The University of Iowa 
College of Law (uiowa.edu)

The TTAB Continues Its Recent Trend of 
Failure-to-Function Refusals
By Melissa E. Scott on December 7, 2020
The TTAB Continues Its Recent Trend of Failure-
to-Function Refusals | Above the Fold 
(foxrothschild.com)

https://ilr.law.uiowa.edu/author/alexandra-j-roberts
https://ilr.law.uiowa.edu/print/volume-104-issue-4/trademark-failure-to-function/
https://ilr.law.uiowa.edu/author/lisa-p-ramsey
https://ilr.law.uiowa.edu/online/volume-104/using-failure-to-function-doctrine-to-protect-free-speech-and-competition-in-trademark-law/
https://advertisinglaw.foxrothschild.com/author/mscott/
https://advertisinglaw.foxrothschild.com/2020/12/the-ttab-continues-its-recent-trend-of-failure-to-function-refusals/


Failure To 
Function

Viewpoint 
Neutrality

§§1, 2, and 45 of the Trademark 
Act, 15 U.S.C. §§1051, 1052, 
and 1127, provide the statutory 
basis for refusal to register on 
the Principal Register subject 
matter that, due to its inherent 
nature or the manner in which it 
is used, does not function as a 
mark to identify and distinguish 
the applicant’s goods.

https://tmep.uspto.gov/RDMS/TFSR/current#/current/sec-78769f64-81f6-41f2-85f6-bfeb0d674399.html
https://tmep.uspto.gov/RDMS/TFSR/current#/current/sec-be547ab1-b587-4b44-abc6-3ca12e56141d.html
https://tmep.uspto.gov/RDMS/TFSR/current#/current/sec-0bf15ce9-7f42-4d7b-9224-c09f64b8c9bc.html


• Those Applications for or including “F**K”?
• Brief survey says;

• Haven’t been assigned to an examiner 
yet

• “…Registration is refused because the 
applied-for mark is a slogan or term 
that does not function as a trademark 
or service mark…

What About the 
Flood of 
“Offensive” 
Subject Matter? 



What About those 
Applications for or 
including “Covid?”

Brief survey says:
 Haven’t been assigned to 

an examiner yet
 “…Registration is refused 

because the applied-for 
mark is a slogan or term 
that does not function as a 
trademark or service mark…



Trademarks, 
Identity: 

POST 
PANDEMIC

Trademarks efficiency

Trademarks performing the role they 
were created for: Source 
Identity/Identifiers

Trademarks Law more closely aligned to 
First Amendment right

Individual freedom of expression
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